TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not

written for publication in a law journal and (2) is not binding
precedent of the Board.

Paper No. 18
UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TOSH HARU KONDO, YUKI O SHI RAKO, and TERUHI TO NOSHI RO

Appeal No. 96-3810
Appl i cation No. 08/207,801*

ON BRI EF

Before JERRY SM TH, DI XON, and GROSS, Adninistrative Patent
Judges.

GROSS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina

rejection of claims 1 through 8, which are all of the clains

pending in this application.

1 Application for patent filed March 7, 1994. According to appellants,

the application is a continuation of Application 07/965,747, filed Cctober 23,
1992, now abandoned.
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The appellant's invention relates to a postscript basis
pre-TOC technique for recording data on an optical disc. More
specifically, the nmethod invol ves readi ng position data
corresponding to already recorded data, determ ning the
remai ni ng data area, dividing the remaining area into plura
units, and recording in the table of contents position data
for both the already recorded data and the unit data areas.
Caiml1lis illustrative of the clainmed invention, and it reads
as foll ows:

1. In an optical disc recording/reproduci ng appar at us
havi ng neans for seeking a predeterm ned position on a
postscript type optical disc, nmeans for readi ng recorded data
fromsaid disc, and neans for recording data and a tine table
on a predeterm ned data area and a table area of said disc,
respec-tively, a nmethod of recording said tine table
conprising the sequential steps of:

readi ng position data corresponding to a position of each
recorded data on said disc;

detecting a remaining data area on which no data is
recor ded;

dividing said remaining data area into a plurality of
unit data areas; and

recordi ng position data of each recorded data and each
unit data area on said tinme table area.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Ando et al. (Ando) 4,862, 439 Aug. 29, 1989
Strubbe et al. (Strubbe) 5,047, 867 Sep. 10,
1991
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Nakajinma et al. (Nakajima) 5,111, 442 May 05, 1992

Clains 1 through 8 stand rejected under 35 U.S.C. § 103
as bei ng unpat ent able over Ando in view of Strubbe, and
further in view Nakajima for clains 5 through 8.

Ref erence is nade to the Exami ner's Answer (Paper No. 17,
mai l ed May 9, 1996) for the exam ner's conplete reasoning in
support of the rejections, and to the appellants' Brief (Paper
No. 16, filed April 1, 1996) for the appellants' argunents
t her eagai nst .

OPI NI ON

As a prelimnary note, appellant indicates on page 3 of
the Brief that the clains are to stand or fall together.
Accordingly, we will consider claiml1, the broadest claim as
representative, and the remaining clains will stand or fal
t herew t h.

We have carefully considered the clains, the applied
prior art references, and the respective positions articul ated
by the appellant and the exam ner. As a consequence of our
review, we wll reverse the obviousness rejections of clains 1

t hrough 8.
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Ando di scl oses a di sk recordi ng and reproduci ng
apparatus. As the exam ner states (Answer, page 4), Ando
"conprises nmeans for seeking a particular position on a disk,
reproducing information fromthe disk, recording data in a
data area on the disk, and recording a table of contents (TOC)
in a separate 'lead-in' area on the disk." As the exam ner
further explains, after TOC information is recorded for nusic
data that has already been recorded, Ando determ nes the
remai ni ng avail abl e space on the disk by reading the position
data for the recorded data and
cal culating the space that is left. The exam ner concl udes
t hat
Ando "l acks the teaching that the "remaining time' or
"remai ning data area' is divided into a plurality of equally
si zed spaces and the size of the plurality of spaces can be
set."

The exam ner turns to Strubbe for dividing unrecorded
space into a plurality of units. Strubbe is directed to
integrated control for a television receiver and a video
cassette recorder. Strubbe includes an exanple in which the
bl ank space of a video tape is divided into half hour bl ocks
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for future recording. In view of this exanple of Strubbe, the
exam ner concludes that it would have been obvious to nodify
the net hod of Ando by dividing the avail able recordi ng space
into a plurality of user specified fixed length units "to
maxi m ze the nunber of 'prograns' that can be recorded, at
various tinmes, on a disk." (Answer page 5)

First, the exam ner has not expl ai ned how a vi deo
cassette recording nethod is anal ogous to the invention and
the optical disc recording nethod of Ando, and we fail to see
how it is, as the two recording nethods are very different.
Therefore, we find that the video cassette recordi ng nmethod of
Strubbe is not properly conbinable with the optical disc
recordi ng nethod of Ando. It seens that the exam ner m ght
have nade a better case
by taking Ando with Nakajinma (an apparatus for recording
signal s

on an optical disc), but that conbination is not before us.

Second, in rejecting clains under 35 U.S.C. § 103, it is
I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

5



Appeal No. 96-3810
Application No. 08/207,801

837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is required to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to nodify the prior art or to conbine prior art references to
arrive at the clained invention. Such reason nust stem from
sone teaching, suggestion or inplication in the prior art as a
whol e or know edge generally avail able to one having ordinary

skill inthe art. Uniroval, Inc. v. Rudkin-WIley, 837 F.2d

1044, 1052, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert. denied, 488

U S 825 (1988); Ashland G1l, Inc. v. Delta Resins &

Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed.

Cr. 1985), cert. denied, 475 U S. 1017 (1986); ACS Hospital

Systens, Inc. v. Mintefiore Hospital, 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Gir. 1984).

Here, the exam ner has failed to point to any teaching or
suggestion in Strubbe (or any reference) that dividing
avai |l abl e space into fixed length units nmaxim zes the nunber
of prograns
that can be recorded. Furthernore, although television

prograns tend to last a half hour or some integral nultiple
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thereof, and therefore fit nicely into spaces that are
integral nultiples of
hal f hours, nusic does not have the sane predictability of
| ength. Therefore, it would not have been obvious to one of
ordinary skill in the art to divide the unrecorded space for
maxi m zi ng the nunber of pieces that can be recorded. In
addi tion, since Ando cal cul ates the | engths of the various
spaces and sel ects the spaces according to which one nost
cl osely matches the size of the nusical work to be recorded,
it woul d have been counterintuitive to divide the space into
fixed length units as proposed by the exam ner.

Lastly, the exami ner further has failed to establish a

pri ma faci e case of obvi ousness, since the exam ner has not

accounted for every Iimtation in the claim The |last step of
claim1 requires "recording position data of each recorded
data and each unit data area on said tine table area.” Since
the claimspecifies that the steps are to be done
sequentially, the recordation of both the position data of the
recorded work and the unit data area nust be done after the

unused data area is divided into units. Furt her nore, each
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unit data nust be recorded. The exam ner asserts (Answer,
page 5) that once the

bl ank recording space is divided according to Strubbe, "the
TOC of Ando et al. would be updated to include position and
time information for each of the newly designated unit areas
of bl ank space.” However, in Ando the TOC is updated after

t he

recordation of additional pieces, to include all works that
are recorded subsequent to the original recording session, but
i nformati on for any remaining avail abl e space is not recorded.
As the exam ner has provided no notivation for changi ng the
timng for or nethod of updating the TOC of Ando, he sinply
has failed to neet the last |imtation of claim1.

Accordi ngly, we cannot sustain the rejection of the claim1l.
Further, since the remaining clains stand or fall with claim
1, we nust reverse the rejection of clains 2 through 8 as
wel | .

CONCLUSI ON

The decision of the exam ner rejecting clains 1 through 8
under 35 U. S.C. 8 103 is reversed.

REVERSED
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